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5) n Claim(s) is/are allowed. 
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DETAILED ACTION 



Response to Arguments 



1 . Applicant's arguments, see pages 11-13, filed December 8, 2003, with respect to 
the rejection(s)of claim(s) 1-7, 32-35 and 37-40 under Sasuta and claims 1 . 8. 9. 18, 19, 
21 , 23-26, 37 and 38 under Rosenberg have been fully considered and are persuasive. 
Therefore, the rejection has been withdrawn. However, upon further consideration, a 
new ground(s) of rejection is made in view of Mukherjee et al. (U.S. Patent Application 
Publication No. 2003/0073440). 

The examiner notes the applicant's argument that presence data does not 
anticipate the "service information" recited in the claims. The applicant argues that 
"service is information is that information which is utilized to allow the user to continue 
their communication services at a new or recovered terminal." See page 1 3 of the 
arguments. However, this argument is unpersuasive because although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

2. Applicant's arguments with respect to claims 10-13, 15-17 and 27-30 have been 
fully considered but they are not persuasive. 

The applicant argues that the Holmes-Kinsella reference teaches away from the 
claimed invention "because it operates on the premise of identifying terminals rather 
than having service information be provided upon identification of a user using the 
device." See page 14 of the arguments. However, the examiner disagrees with this 



. # • 
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characterization of the reference. Holmes-Klnsella discloses that a user accesses a 
service provider with a new device, and if the service provider does not recognize the 
new device, the user is provided with the opportunity to add the new device to his 
existing account. See paragraphs 22 and 23. The new device may be added to the 
account, and service information may be provided to the user, but only after the user 
provides account identification to the service provider. The account identification may 
be "an account number, the user's name, or other identification." See paragraph 25. 
Therefore Holmes-Kinsella teaches providing a request for service information, 
resubscribing the user to ongoing subscriptions when receiving the request (adding a 
new device to a subscription), and providing the service information in a single message 
sent in response to the request. 

Claim Rejections - 35 USC §112 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4, Claim 7 is rejected under 35 U.S.C. 112. second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 7 recites the limitation "said previous mobile terminal" in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 102 



5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed In the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-4. 6-8. 18-21 . 23-25. 32. 33 and 35-39 are rejected under 35 
U.S.C. 102(e) as being anticipated by Mukherjee et al. 

Regarding claim 1. Mukherjee discloses a method comprising storing service 
information (dynamic presence information) concerning a user (470) in a registrar 
(presence agent 204) and sending a subscription message (SUBSCRIBE) from a user 
terminal (465) to the registrar. See Figure 2 and paragraphs 52 and 1 16. A header in 
the subscription message contains a unique indication of a particular user. See 
paragraphs 97 and 98. The method also comprises, in response to the subscription 
message containing a unique indication in a header, returning a notification message 
(NOTIFY) to the user terminal. See paragraph 116. The payload (Message Body) of 
the notification message includes service information (presence information such as 
name, status, phone contacts) for the user to be used by the user terminal for 
communication services (presence applications). See Figure 7A and paragraphs 49, 
50. 100. 101, and 115. 
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Regarding claim 2, Mukherjee discloses all of the limitations of claim 1, and also 
discloses that the user may have a plurality of ongoing communication services at the 
time that the subscription message is sent. See paragraphs 49 and 50. 

Regarding claim 3, Mukherjee discloses all of the limitations of claim 2, and also 
discloses that the payload of the notification message includes service information for 
each of the ongoing communication services. See paragraphs 49 and 50. 

Regarding claim 4, Mukherjee discloses all of the limitations of claim 1, and one 
of ordinary skill in the art recognizes that the subscription message may be sent after 
the user terminal experiences a failure. 

Regarding claim 6, Mukherjee discloses all of the limitations of claim 1, and one 
of ordinary skill in the art recognizes that the user may switch from a previous terminal 
to a new terminal, and that the subscription message may be sent by the new terminal. 

Regarding claim 7, Mukherjee discloses all of the limitations of claim 6. and one 
of ordinary skill in the art recognizes that the new terminal may be a different type of 
mobile terminal than the previous terminal- 
Regarding claim 8, Mukherjee discloses all of the limitations of claim 1, and also 
discloses that the communication services include a push service and the registrar is a 
push proxy. See paragraphs 49 and 52. 

Regarding claim 18, Mukherjee discloses all of the limitations of claim 1, and also 
discloses that the registrar comprises a SIP registrar, the subscription message 
comjDrises a SIP SUBSCRIBE message, the header comprises an event header, and 
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the notification message comprises a SIP NOTIFY response. See paragraphs 85, 97, 
98, 100, 101 and 117. 

Regarding claim 19, Mukherjee discloses all of the limitations of claim 18, and 
also discloses that the user may have a plurality of ongoing communication services at 
the time that the SIP SUBSCRIBE message is sent. See paragraphs 49 and 50. 

Regarding claim 20, Mukherjee discloses all of the limitations of claim 19, and 
also discloses that the payload of the SIP NOTIFY response includes service 
information for each of the ongoing communication services. See paragraphs 49 and 
50. 

Regarding claim 21, Mukherjee discloses all of the limitations of claim 18, and 
one of ordinary skill in the art recognizes that the SIP SUBSCRIBE message may be 
sent after the user terminal experiences a failure. 

Regarding claim 23, Mukherjee discloses all of the limitations of claim 18, and 
one of ordinary skill in the art recognizes that the user may switch from a previous 
terminal to a new terminal, and that the SIP SUBSCRIBE message may be sent by the 
new terminal. 

Regarding claim 24, Mukherjee discloses all of the limitations of claim 23. and 
one of ordinary skill in the art recognizes that the new terminal may be a different type 
of mobile terminal than the previous mobile terminal. 

Regarding claim 25, Mukherjee discloses all of the limitations of claim 18, and 
also discloses that the communication services include a push service and the SIP 
registrar is a push proxy. See paragraphs 49 and 52. 
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Regarding claim 32, Mukherjee discloses a mobile terminal. The mobile terminal 
receives a plurality of communication services (presence applications) and sends a 
subscription message (SUBSCRIBE) to a registrar (presence agent 204). See Figure 2 
and paragraphs 49, 50, 52 and 1 16. A header in the subscription message contains a 
unique identification of a particular user. See paragraphs 97 and 98. The mobile 
terminal also receives a notification message (NOTIFY) sent from the registrar in 
response to the subscription message. See paragraph 116. The payload (Message 
Body) of the notification message includes service information (presence information 
such as name, status, phone contacts) for the communication services. See Figure 7A 
and paragraphs 100, 101 , and 115. The mobile terminal uses the service information 
included in the payload of the notification message to continue the communication 
services. See paragraphs 49 and 50. 

Regarding claim 33, Mukherjee discloses all of the limitations of claim 32, and 
one of ordinary skill in the art recognizes that the subscription message may be sent 
after the user terminal experiences a failure. 

Regarding claim 35, Mukherjee discloses all of the limitations of claim 32, and 
one of ordinary skill in the art recognizes that the user may switch from a previous 
terminal to the terminal, and that the subscription message may be sent by the terminal. 

Regarding claim 36, Mukherjee discloses all of the limitations of claim 32, and 
also discloses that the subscription message comprises a SIP SUBSCRIBE message, 
the header comprises an event header, and the notification message comprises a SIP 
NOTIFY response. See paragraphs 85. 97, 98, 100, 101 and 117. 
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Regarding claim 37, Mukherjee discloses all of the limitations of claim 1, and also 
discloses that the unique indication comprises an event name particular to a specific 
user. See paragraphs 97 and 98. 

Regarding claim 38, Mukherjee discloses all of the limitations of claim 1, and also 
discloses that the unique indication comprises identification of the particular user. See 
paragraphs 97 and 98. 

Regarding claim 39, Mukherjee discloses all of the limitations of claim 32, and 
also discloses that the unique identification comprises an event name particular to a 
specific user. See paragraphs 97 and 98. 

Claim Rejections - 35 USC § 103 

7. Claims 10-13 and 15-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Donovan ("IMPS - Instant Messaging and Presence Using SIP") in 
view of Holmes-Kinsella (U.S. Patent Application Publication No. 2002/0147000). 

Regarding claim 10, Donovan discloses a network architecture comprising a 
plurality of terminals and an inherent radio access network. The radio access network 
inherently contains elements providing information indicating the presence of the 
terminals. The network architecture also comprises a presence server. The presence 
server receives the information indicating the presence of the terminals. The network 
architecture also comprises an inherent communication service provider which provides 
a plurality of communication services, and a proxy server. The proxy server provides 
the communication services (instant messaging services) to the user terminals upon 
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subscription thereto, stores and maintains service information (presence information) 
related to the communication services, and provides the sen/ice information in a single 
message (NOTIFY) sent in response to a request (SUBSCRIBE) from a user terminal. 
Donovan does not disclose that the proxy server resubscribes the user to ongoing 
subscription for which service information is stored when the proxy server receives the 
request from a user terminal. 

Holmes-Kinsella discloses a system a method for adding new devices to a user's 
ongoing subscription. See Abstract. Adding a new device of a user to a user's 
subscription reads on resubscribing the user to an ongoing subscription. Holmes- 
Kinsella*s system comprises a service provider which comprises a inherent server. The 
service provider's server acts as a proxy for information providers. See Figure 1 and 
paragraph 16. When a user having ongoing subscriptions requests services from the 
service provider server with a new device, the service provider server resubscribes the 
user to the ongoing subscriptions by updating the user's subscriptions to include the 
new device. See paragraphs 21 and 22. The main benefit of Holmes-Kinsella's 
invention is that a user may add new devices to the user's pre-existing subscriptions as 
they are acquired. See paragraphs 6-8. It would have been obvious to one of ordinary 
skill in the art at the time of the invention to modify Donovan with Holmes-Kinsella, such 
that the proxy server resubscribes the user to ongoing subscription for which service 
information is stored when the proxy server receives the request from a user terminal, in 
order to allow the user to add new devices to the user's ongoing subscriptions as they 
are acquired. 
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Regarding claim 1 1 , Donovan in view of Holmes-Kinsella teaches all of the 
limitations of claim 10, and Donovan also discloses that the proxy server provides the 
service information in the payload of a notification message (NOTIFY) sent to the 
requesting terminal in response to the request. 

Regarding claim 12, Donovan in view of Holmes-Kinsella teaches all of the 
limitations of claim 1 1 , and Donovan also discloses that the presence server, the proxy 
server, and the user terminal send message to each other according to SIP and that the 
notification message comprises a SIP NOTIFY response. 

Regarding claim 13. Donovan in view of Holmes-Kinsella teaches all of the 
limitations of claim 12, and Donovan also discloses that the request comprises a SIP 
SUBSCRIBE message. 

Regarding claim 15, Donovan in view of Holmes-Kinsella teaches all of the 
limitations of claim 1 1 . Furthermore, Donovan's user terminal may send the request 
after it experiences failure. 

Regarding claim 1 6, Donovan in view of Holmes-Kinsella teaches all of the 
limitations of claim 11. In addition, when a user switches to a new user terminal from a 
previous user terminal, the new user terminal may send the request to the proxy server. 

Regarding claim 17, Donovan in view of Holmes-Kinsella teaches all of the 
limitations of claim 16, and a new terminal may be a different type of user terminal than 
a previous user terminal. 
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8. Claims 27-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rosenberg in view of Holmes-Kinsella. 

Regarding claim 27, Rosenberg discloses a proxy server which provides a 
plurality of communication services (instant messaging services) to a plurality of user 
terminals upon subscription of the user terminals to the communication sen/ices, stores 
and maintains service information (presence information) related to the communication 
services, and provides the service information in a single message (NOTIFY) sent in 
response to a request (SUBSCRIBE) from a user terminal, Rosenberg does not 
disclose that the proxy server resubscribes the user to ongoing subscriptions for which 
service information is stored when the proxy server receives the request from a user 
terminal. 

Holmes-Kinsella discloses a system a method for adding new devices to a user's 
ongoing subscription. See Abstract. Adding a new device of a user to a user's 
subscription reads on resubscribing the user to an ongoing subscription, Holmes- 
Kinsella's system comprises a service provider which comprises a inherent server. The 
service provider's server acts as a proxy for information providers. See Figure 1 and 
paragraph 16. When a user having ongoing subscriptions requests services from the 
service provider server with a new device, the service provider server resubscribes the 
user to the ongoing subscriptions by updating the user's subscriptions to include the 
new device. See paragraphs 21 and 22. The main benefit of Holmes-Kinsella's 
invention is that a user may add new devices to the user's pre-existing subscriptions as 
they are acquired. See paragraphs 6-8. It would have been obvious to one of ordinary 
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skill in the art at the time of the invention to modify Rosenberg with Holmes-Kinsella, 
such that the proxy server resubscribes the user to ongoing subscription for which 
service information is stored when the proxy server receives the request from a user 
terminal, in order to allow the user to add new devices to the user's ongoing 
subscriptions as they are acquired. 

Regarding claim 28, Rosenberg in view of Holmes-Kinsella teaches all of the 
limitations of claim 27, and Rosenberg also discloses that the proxy server provides the 
service information in the payload of a notification message (NOTIFY) to the requesting 
user terminal. 

Regarding claim 29, Rosenberg in view of Holmes-Kinsella teaches all of the 
limitations of claim 28, and Rosenberg also discloses that the proxy server sends and 
receives messages according to SIP and that the notification message comprises a SIP 
NOTIFY response. 

Regarding claim 30, Rosenberg in view of Holmes-Kinsella teaches all of the 
limitations of claim 29, and Rosenberg also discloses that the request comprises a SIP 
SUBSCRIBE message. 

Allowable Subject Matter 

9. Claims 5, 9, 22, 26 and 34 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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Conclusion 



1 0. Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Ken Moore, whose telephone number is (703) 308- 
6042. The examiner can normally be reached on Monday-Friday from 8:30 AM - 5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha Banks-Harold, can be reached at (703) 305-4379. 
Any response to this action should be mailed to: 



Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal 
Drive, Arlington, VA, Sixth Floor (Receptionist). 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Technology Center 2600 Customer Service Office 
whose telephone number is (703) 306-0377. 
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